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Strategic Perspectives 

New USPTO guidance on design patents for 
computer-generated images sparks debate
By Thomas Long, J.D. 

Design patent applicants and professionals 
assisting and representing them need 
to be aware of recent changes to the 
USPTO’s guidance to examiners. The 
changes concern the question of whether 
a design claim including a computer-
generated electronic image constitutes 
statutory subject matter. The U.S. Patent 
and Trademark Office recently published 
updated supplemental guidance that it said 
will “provide design patent applicants with 
more flexibility in choosing how to present 
a new, original, and ornamental design for 
a computer-generated interface or icon 
when filing a design patent application with 
the USPTO.” The USPTO said that it was 
publishing the new guidance in response 
to stakeholder feedback “that previously-
issued guidance may unnecessarily limit 
flexibility for design applicants in the field 
of computer-generated interfaces and 
icons.” The supplemental guidance took 
effect on March 13, 2026, and the Office is 
accepting public comments until May 12, 
2026.

The supplemental guidance has been  
met with varying reactions. 
Understandably, design patent 
practitioners welcome the added clarity 
and smoother path toward obtaining 
protection for these images. Others argue 
that the USPTO’s position here exceeds 
statutory definitions limiting the allowable 

scope of design patents and could even 
have free-speech implications.

	 “[Feedback indicated 
that] that previously-
issued guidance may 
unnecessarily limit 
flexibility for design 
applicants in the 
field of computer-
generated interfaces 
and icons.” – USPTO

Guidance changes instructions to 
examiners regarding “article of 
manufacture”

The supplemental guidance removes 
the requirement in Manual of Patent 
Examining Procedure (MPEP) 1504.01(a) 
that the drawings in design applications 
for computer-generated electronic images 
depict the article of manufacture in 
either solid or broken lines for design 
patent applications drawn to computer-
generated interfaces or icons, when both 
the title and claim properly identify an 
article of manufacture. It indicates that a 

design of a computer-generated interface 
or icon is not merely a transient or 
disembodied image and is patent eligible, 
if other pertinent rules and requirements 
are met. Claim and title language 
indicating that an icon or interface is 
“for” a computer, computer system, 
or computer display panel adequately 
describes a design for an article of 
manufacture under 35 U.S.C. § 171, the 
guidance states. Examiners are no longer 
being instructed to object to such claims. 
Examples of eligible designs emphasized 
by the guidance include projections 
and holograms that are separate from 
the claimed computer or display device 
that generates it, such as a projected 
keyboard interface.

Origins of the supplemental guidance—
and disagreement over it—reach back 
to 2020

The updated guidance has been in the 
works for several years. On December 
21, 2020, the USPTO published a request 
for information, seeking “public input on 
whether its interpretation of the article 
of manufacture requirement in the United 
States Code should be revised to protect 
digital designs that encompass new and 
emerging technologies.” New technology 
implicated by the request included 
projections, holographic imagery, and 
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virtual/augmented reality that do not 
require a physical display screen or other 
tangible article to be viewable.

	 “Accused infringers 
can and should 
challenge the 
eligibility of any 
patents issued 
under this guidance 
in court.” – Sarah 
Fackrell, Chicago-Kent 
College of Law

In February 2021, a group of design law 
professors—Sarah Fackrell (as Sarah 
Burstein), The University of Oklahoma 
College of Law (now Co-Director, Program in 
Intellectual Property Law at Chicago-Kent 
College of Law); Christopher Buccafusco, 
Cardozo Law School; Jonathan S. Masur, 
University of Chicago Law School; Mark 
McKenna, Notre Dame Law School; Pamela 
Samuelson, Berkeley Law School; and 
Rebecca Tushnet, Harvard Law School—
submitted comments in which they argued 
that the USPTO’s determination that 
“computer icons and interfaces constitute 
proper design patentable subject matter is 
questionable and should not be used as a 
basis on which to expand protection.” The 
professors noted that projected designs 
were already protectable under copyright, 
and they argued that further expansion of 
design patent projection could conflict with 
the First Amendment.

In contrast, in its comments, the American 
Intellectual Property Association (AIPLA) 
referred to “a minor adjustment in 
examination guidance to encompass 
computer generated image designs that are 

displayed as the result of a programmed 
computer, but not displayed on a display 
panel” (emphasis added). AIPLA asserted 
that computer-generated images that are 
“integral to the operation of an article of 
manufacture” should be patent eligible. 
“When the computer-generated image 
design is not dependent on a display 
screen to be visible,” AIPLA elaborated, 
“another article of manufacture associated 
with the underlying programmed computer, 
such as the computer processor, should be 
sufficient as the article of manufacture.” 
The Intellectual Property Owners 
Association (IPO) also submitted comments 
taking the view that projected or virtual-
reality images should receive design patent 
protection. Tech industry leaders also 
supported the adjustment. For example, 
Apple, opined, “A statutory change is 
unnecessary for these types of designs to 
be eligible for protection under 35 U.S.C. 
§ 171.”

Subject-matter experts differ on 
propriety and significance of the 
guidance

Professor Fackrell, who focuses on the 
intersection between design and IP law, 
characterized the USPTO’s new guidance 
as a “radical reinterpretation” of design-
patentable subject matter in a LinkedIn 
post. In another post, she asserted that 
the update amounts to providing eligibility 
to “disembodied designs,” which she said 
is inconsistent with 35 U.S.C. § 171. That 
provision limits design patent protection to 
“new, original and ornamental design for an 
article of manufacture.”

In an email interview with Wolters 
Kluwer, Fackrell repeated her view that 
the supplemental guidance is a radical 
reinterpretation of Section 171. “But 
the USPTO doesn’t get the final word 
on what the Patent Act says,” Fackrell 
added. “Courts don’t have to defer to 

them. Accused infringers can and should 
challenge the eligibility of any patents 
issued under this guidance in court.”

Beth Ferrill, Partner at Finnegan LLP, also 
in an email interview agreed that the 
guidance expands the scope of subject 
matter that the USPTO will consider 
patentable but disagreed that it exceeds 
the statutory limits. “While the USPTO 
had occasionally recognized virtual and 
augmented reality user interface designs  
in the past, this new guidance makes it 
clear that it is the USPTO’s position that 
these types of design, as well as projected 
and holographic designs, should be  
eligible for design patent protection,” 
Ferrill said.

With respect to her opinion that the 
guidance reinterprets design-patentable 
subject matter to include “disembodied 
designs,” Fackrell pointed out, “These 
aren’t designs ‘for computers.’ They’re 
designs projected by (or generated by) 
computers. That’s not even close to being 
the same thing.”

Ferrill said she did not agree with this 
characterization. “The guidance makes 
clear that the article of manufacture that 
the design is applied to must be specified, 
so that design is not ‘disembodied,’” she 
explained. “And, applications will still 
need to be considered for all the other 
requirements of the patent statutes, 
including ornamentality, novelty, 
obviousness, inventorship, and written 
description/enablement.” Ferrill also 
told Wolters Kluwer that “recent case law 
on design patents enforcement makes 
clear that the court will consider the 
underlying specified article of manufacture 
as a limiting factor on the questions of 
infringement and damages.”

Fackrell said that she doesn’t accept the 
“article of manufacture requirement” 
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framing put forth by the USPTO and from 
others. “This is about statutory subject 
matter,” she said. “The question isn’t 
whether you can tie the design to an article 
in some sense. The question is whether it’s 
a ‘design’ for an article.”

“And this is absolutely an expansion of 
what the USPTO asserts to be design 
patentable subject matter,” Fackrell 
asserted. “The logic here is breathtakingly 
broad, despite some attempts to limit 
the reach of the rule.” She noted that 
the guidance lacked a clear stopping 
principle. “For example, are movies now 
design patentable subject matter? They’re 
projected by machines. The guidance 
talks about icons and interfaces but what 
makes them special? Just the fact that the 
Office put out some ill-reasoned guidance 
about icons and interfaces in the 1990s? 
That’s not a good reason.” Driving the point 
home, Fackrell said, “Bottom line: It’s a 
huge change and it’s not supported by any 
persuasive reasoning.”

Ferrill, however, said that, in her opinion, 
the guidance does not expand the “article 
of manufacture” concept. “In 2016, the 
Supreme Court [in Samsung Electronics Co., 
Ltd. v. Apple Inc., 580 U.S. 53] found that the 
phrase ‘article of manufacture’ in 35 U.S.C. 
289 has a broad meaning—a thing made 
by hand or machine. The underlying article 
of manufacture for projected, hologram, 
virtual and augmented reality designs set 
forth in the USPTO’s guidance seems to fit 
within this existing definition.”

With respect to the availability of copyright 
protection for the images addressed by 

the guidance, Fackrell said that “people 
want design patents for designs that fail 
to meet the low threshold set by Feist,” 
referring to Feist Publications, Inc. v. Rural 
Telephone Service Company, Inc., 499 
U.S. 340 (1991), in which the Court held 
that while facts are not copyrightable, 
compilations of facts may be protected if 
they possess a modicum of creativity in 
selection or arrangement. She also noted, 
“Some people might want to be able to 
take advantage of the special design patent 
remedy.”

	 “The underlying 
article of manufacture 
for projected, 
hologram, virtual and 
augmented reality 
designs set forth in 
the USPTO’s guidance 
seems to fit within the 
existing definition.”  
– Beth Ferrill, 
Finnegan LLP

Ferrill spoke to the question of why IP 
owners might prefer to pursue a design 
patent instead of a copyright registration. 
“While copyright can be easier to register 
at a lower expense, copyright enforcement 
requires proving the element of copying 
and includes many defenses that are 
not relevant to design patent protection, 

including fair use and independent 
creation,” she said. “Copyright protection 
also does not extend to the functional 
aspects, whereas design patents can 
protect designs that are not completely 
dictated by function.” She noted other 
advantages to a design patent approach. 
“While design patents require a longer 
and more expensive process of USPTO 
examination, they enjoy a presumption 
of validity and the enforcement process 
can be more straightforward with fewer 
defenses,” Ferrill said. “Upon a finding  
of infringement, design patent owners  
are also entitled to the infringer’s 
total profits on the relevant article of 
manufacture.”

Design patents resulting from the 
changes are certain to face court 
challenges

As both Fackrell and Ferrill noted, design 
patents under the new guidance will 
be tested in court. In Fackrell’s view, it 
could be time to revisit the question of 
whether machines (such as computers) 
are or are not “articles of manufacture” 
for purposes of Section 171. This and 
other questions are likely to be raised in 
litigation. Challengers of design patents 
for computer-generated images also could 
argue that the guidance, even if compatible 
with the Patent Act, constitutes such a 
significant change to current practice that 
it requires comment-and-notice rulemaking 
under the Administrative Procedure Act. In 
the meantime, businesses and designers 
seeking to protect computer-generated 
interfaces or icons now have a clearer path 
to obtaining design patents.
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